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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Reg. No. 2,207,535 issued on December 1, 1998 

and Reg. No. 3,598,502 issued on March 31, 1999 

--------------------------------------------------------------x 

Joshua S. Schoonover,    :     

       :      

    Petitioner,  :   Cancellation No. 92067794 (parent) 

       : Cancellation No. 92069499  

  -against-    : 

       : 

The Burton Corporation    :  

       : 

    Registrant.  : 

--------------------------------------------------------------x 

REGISTRANT’S MOTION TO STRIKE PETITIONER’S DISCLOSURE OF 

“UNRETAINED” EXPERT OR, IN THE ALTERNATIVE, TO COMPEL EXPERT 

REPORT 

Registrant, The Burton Corporation (“Burton”), by and through its attorneys Downs 

Rachlin Martin PLLC, hereby moves to strike Petitioner Joshua S. Schoonover’s April 19, 2019 

disclosure of “unretained” expert Toby F. Bost in the above-captioned proceeding (“Bost 

Disclosure”).  Contrary to Schoonover’s assertions, Bost is not a witness who is “not required to 

provide a written report” pursuant to Fed. R. Civ. P. 26(a)(2)(C).  Given Schoonover’s failure to 

serve an expert report for over two months—despite multiple opportunities to cure—the Board 

should strike the Bost Disclosure so that the parties can proceed to trial.  In the alternative, the 

Board should order Schoonover to promptly serve an expert report that complies with Rule 26.
1
  

Furthermore, Burton requests that the Board suspend all proceedings pending the resolution of the 

instant Motion.  In support thereof, Burton states as follows: 

                                                           
1
 Burton certifies that, pursuant to Fed. R. Civ. P. 37(a)(1) and Trademark Rule 2.120(f)(1), it has made a good-faith 

effort to resolve this dispute with Mr. Schoonover, who, while self-represented, is an attorney at law.   
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RELEVANT FACTUAL AND PROCEDURAL HISTORY 

1. On April 19, 2019—the last day he was permitted to do so under the case 

schedule—Schoonover served a document identifying Toby F. Bost as his “unretained” expert, 

together with Bost’s curriculum vitae.  Exhibit A.
2
  The Bost Disclosure states that Bost is 

“expected to testify by declaration” that he reviewed a Burton press release and ESPN interview, 

both dated October 23, 2012.  Based on that review, Bost purports to opine that: 

• the words “exit out of”, “exiting out of”, and/or “putting to bed” the “PROGRAM 

BRANDS” means, with respect to the FORUM mark, and to those in the relevant field of 

sporting goods and apparel, the act (or more accurately, the omission) amounting to ceasing 

manufacture of goods bearing the FORUM mark and stopping the sale of goods bearing the 

FORUM mark; 

 

• it is his expert opinion that, based on and at the time of the Burton Press Release, Burton 

intended to stop manufacture and sale of goods bearing the FORUM mark; and 

 

• it is his expert opinion that, as would be received and appreciated by those in the relevant 

field of sporting goods and apparel, based on and at the time of the ESPN Interview, Burton 

merely intended to preserve rights to the FORUM mark on the trademark register 

subsequent to exiting out of the PROGRAM BRANDS. 

Id. 

2. By letter dated May 17, 2019, undersigned counsel advised Schoonover that the 

Bost Disclosure failed to comply with Rule 26, as interpreted in the precedential decision RTX 

Scientific, Inc. v. Nu-Calgon Wholesaler, Inc., 2013 WL 3168102 (TTAB Mar. 22, 2013).  Exhibit 

B.  In an effort to resolve the issue, undersigned counsel requested that Schoonover serve a written 

report on or before May 28, 2019.
3
   

3. In an email dated May 28, 2019, Schoonover declined to serve an expert report.  In 

doing so, Schoonover added completely new facts, opinions, and purported reliance material which 

were not disclosed in the Bost Disclosure: 

                                                           
2
 As a courtesy to Schoonover, Burton has redacted Bost’s address and phone number (which Schoonover designated 

as “Attorney’s Eyes Only”) in Exhibit A because this information is not material to the issues raised in the Motion. 
 
3
 Burton further expressly reserved, and continues to reserve, its right to argue that Bost’s purported opinions are 

inadmissible under Fed. R. Evid. 702.  It is nearly inconceivable that Bost can—consistent with Rule 702 and Daubert 

v. Merrell Dow Pharms., 509 U.S. 579 (1993)—opine as to the meaning of ordinary English words that any lay person 

is capable of comprehending, nor especially as to the “intent” Burton allegedly possessed on October 23, 2012. 
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Mr. Bost is the former CEO of O’Neill, he knows action sports brands and the 

business, he recalls the press release and Burton announcing its exit from the 

program brands, and he is lending his opinion to the record concerning what it 

means (or meant at the time) to those in the industry to “exit out of” a brand.  His 

opinion arises from his “on-the-scene” involvement as a businessman in the relevant 

field (action sports apparel) who received an impression from the “Burton Press 

Release” coupled with his familiarity of terms and phrases of art in the relevant 

field.  His opinions do not arise from being hired, or review of the record, except for 

the Press Release as a refresh.  Note the difference here, his opinion concerns his 

impression, as an expert in the industry, of the Burton Press Release at the time he 

encountered it and what it means (or meant at the time).  He has not been hired or 

retained and has no interest in the outcome of the proceeding, he is not 

compensated.  He is, however, an expert, and therefore an unretained expert.  I 

would encourage you to file your motion if you disagree.  Perhaps you may be 

correct, but I intend to test the theory before the TTAB, I think the facts and 

circumstances here are distinct from RTX Scientific and worthy of review, perhaps 

a new precedent. 

 

Exhibit C.  Despite exchanging further correspondence, the parties reached an impasse. 

ARGUMENT 

I. BOST IS NOT AN “UNRETAINED EXPERT” AND THE BOST DISCLOSURE 

SHOULD THEREFORE BE STRICKEN  
 

Rule 26(a)(2) distinguishes between experts who “must” provide an expert report and those 

who are “not required” to do so.  In RTX Scientific, the Board held that “[w]here an expert’s 

opinion testimony arises from his enlistment as an expert and not from an on-the-scene 

involvement in any incidents giving rise to the litigation, that expert is ‘retained’ for purposes of 

Rule 26(a)(2)(B) and that rule therefore requires a written report.”  2013 WL 318102, at *4 

(ordering petitioner to provide a written report regarding intended expert testimony).   

Applying RTX Scientific to this proceeding, neither the Bost Disclosure nor Schoonover’s 

subsequent representations establishes that Bost is an “unretained” expert within the meaning of 

Rule 26.  The Bost Disclosure makes clear that he had no “on-the-scene” involvement in, or 

personal knowledge regarding, the “incidents giving rise to the litigation.”  Ex. A (disclosing that 

Bost “has reviewed and is familiar with” materials at issue in this proceeding). That Bost allegedly 

worked in the “relevant field” and allegedly recalls certain events which took place in 2012 is 
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insufficient.  Almost by definition, Bost was not “on-the-scene” when the relevant events occurred 

and his “personal knowledge” only consists of having heard about these events (one must presume) 

through hearsay.  While Bost may not be employed by Schoonover or compensated for his 

opinions, under RTX Scientific, these facts “are not controlling.”  2013 WL 318102, at *5; cf. 

Innogenetics, N.V. v. Abbott Laboratories, 512 F.3d 1363, 1375, 85 USPQ2d 1641, 1649-50 (Fed. 

Cir. 2008) (given witness’s role as inventor, mere fact that he was not being compensated did not 

exempt him from furnishing an expert report as a witness who will be giving scientific testimony). 

For these reasons, Schoonover was required to submit an expert report that complies with 

Rule 26, which the Bost Disclosure plainly does not.  After the Bost Disclosure was served, Burton 

advised Schoonover of this deficiency and gave him multiple opportunities to cure, which he has 

flatly refused.  More than two months have passed since the deadline to serve expert disclosures, 

and trial deadlines are now rapidly approaching.  In the absence of an expert report that actually 

contains “a complete statement” of Bost’s opinions and the “basis and reasons for them” (among 

other required content), see Fed. R. Civ. P. 26(a)(2)(B), Burton remains in the dark about what 

Bost’s expert testimony will be at trial.  It should not have to wait several more months until Bost’s 

trial declaration is served before it learns the scope and basis for these opinions. 

This predicament is solely attributable to Schoonover’s decisions to serve the Bost 

Disclosure at the last minute and to take the calculated risk not to serve an expert report.  It is too 

late for Schoonover to correct this fundamental discovery defect, as doing so will likely result in 

undue delay in the adjudication of this proceeding and in further (avoidable) litigation regarding 

the admissibility of Bost’s opinions.  Because Schoonover’s failure to serve an expert report 

violates Rule 26 and is not substantially justified, the Board should strike the Bost Disclosure and 

preclude his testimony so that the parties can proceed to trial and litigate issues which should never 

have required expert testimony in the first place.  Cf. RTX Scientific, 2013 WL 3168102, at *2 

(noting that “expert testimony is expensive and typically not utilized in Board proceedings”). 
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II. IN THE ALTERNATIVE, THE BOARD SHOULD ORDER SCHOONOVER TO 

SERVE AN EXPERT REPORT 

 

In the alternative, the Board should order Schoonover to provide a written expert report that 

complies with Rule 26(a)(2)(B).  The expert disclosure Rules are designed to give each party fair 

notice of its adversary’s expert testimony.  As is evident from the bare-bones Bost Disclosure, 

Burton has not received the fair notice required by the Rules.  While the appropriate remedy for 

this discovery violation at this late date is to strike the Bost Disclosure and preclude any opinion 

testimony by Bost, Burton is, at a minimum, entitled to an expert report that satisfies the criteria set 

forth in Rule 26(a)(2)(B).
4
   

III. THE BOARD SHOULD SUSPEND ALL PROCEEDINGS PENDING 

RESOLUTION OF THE MOTION 
 

Because trial deadlines in this proceeding are rapidly approaching, neither party will be 

able to adequately or thoroughly prepare for trial and comply with these deadlines while the status 

of the Bost Disclosure remains disputed.  Trademark Rule 2.120(f)(2) provides that “[w]hen a 

party files a motion for an order to compel . . . expert testimony disclosure, or discovery, the case 

will be suspended by the Board with respect to all matters not germane to the motion.”  Because 

Burton seeks an order from the Board to strike, or in the alternative, to compel an expert 

disclosure, all proceedings should be suspended regarding matters not germane to the motion. 

CONCLUSION 

 WHEREFORE, for the foregoing reasons, Burton respectfully requests that the Board 

GRANT the instant Motion and STRIKE the Bost Disclosure and preclude any testimony by Bost in 

this proceeding or, in the alternative, ORDER Schoonover to promptly serve a written report 

regarding Bost’s intended expert testimony pursuant to Rule 26(a)(2)(B).  

                                                           
4
 For the avoidance of doubt, Burton does not imply that such an expert report would cure the inadmissibility of Bost’s 

opinions.  Even assuming that Schoonover can submit a report that complies with Rule 26 at this late date, Bost’s 

intended testimony is not admissible under Rule 702 and Daubert.  Burton reserves the right to file an appropriate 

motion raising these issues, if necessary. 
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Date:  June 25, 2019.    DOWNS RACHLIN MARTIN PLLC 

       By:_/s/ Cathleen E. Stadecker____________ 

          Cathleen E. Stadecker 

Attorney for Registrant 

The Burton Corporation 

       199 Main Street, P.O. Box 190 

       Burlington, VT  05402-0190 

       Phone: (802) 863-2375 

       Fax:  (802) 862-7512 

       CStadecker@drm.com 

  

CERTIFICATE OF SERVICE 

 

  The undersigned hereby certifies that a true and correct copy of the foregoing document 

entitled REGISTRANT’S MOTION TO STRIKE PETITIONER’S DISCLOSURE OF 

“UNRETAINED” EXPERT OR, IN THE ALTERNATIVE, TO COMPEL EXPERT 

REPORT, was served on Petitioner at the following email address on June 25, 2019:  

LawGroup@CoastalPatent.com  

 

             

        /s/ Jennifer W. Parent  

        Jennifer W.  Parent 
 



EXHIBI T A 



IN THE 7NI TED STATES PATENT AND TRADEMARK OFFI CE 

BEFORE THE TRADEMARK TRI AL AND APPEAL BOARD 

In t he mat t er of  Reg.  No.  2, 207, 535 i ssued on December 1,  1998,  and 
Reg.  No.  3, 598, 502 i ssued on March 31,  2009,  
each f or t he mark FOR7M.  

J oshua S.  Schoonover,  

v.  

The Burt on Corporat i on,  

}  
}  

Pet i t i oner,  }  
}  
}  
}  
}  
}  
}  
}  

Regi st rant .  }  

Cancel l at i on No.  92067794 ( parent )  
Cancel l at i on No.  92069499 

PETI TIONER J OSH7A S.  SCHOONOVER' S NOTI CE OF EXPERT AND EXPERT 

DI SCLOS7RE 

I n accordance wi t h Fed. R. Ci v. P. 26( a) ( 2) ,  Pet i t i oner J oshua S.  Schoonover hereby 

provi des t he f ol l owi ng expert  di scl osures:  

Toby F.  Bost  ( unret ai ned expert )  

*At t orney eyes onl y,  pl ease do not  di ssemi nat e t he Expert ' s address and phone number.  

Mr.  Bost  i s expect ed t o t est i f y by decl arat i on t hat :  

• he has revi ewed and i s f ami l i ar  wi t h t he Burt on Press Rel ease dat ed Oct ober 23,  2012 

t i t l ed "Burt on Real i gns i t s Fami l y of  Brands f or Long- Term Success",  herei naf t er ( t he 

"Burt on Press Rel ease")  [ B7R 00001 -  B7R 00005] ;  

O he has revi ewed and i s f ami l i ar  wi t h t he ESPN i nt ervi ew publ i shed Oct ober 23,  2012 

t i t l ed "Burt on ' rest ruct ures" ( t he "ESPN I nt ervi ew")  [ SCH- 000006 —  SCH- 000012] ;  

1 



• the words "exi t  out  of ' ,  "exi t i ng out  of ' ,  and/or "put t i ng t o bed" t he "PROGRAM 

BRANDS" means,  wi t h respect  t o t he FOR7M mark,  and t o t hose i n t he rel evant  

f i el d of  sport i ng goods and apparel ,  t he act  ( or more accurat el y,  t he omi ssi on)  

amount i ng t o ceasi ng manuf act ure of  goods beari ng t he FOR7M mark and st oppi ng 

t he sal e of  goods beari ng t he FOR7M mark;  

• i t  i s hi s expert  opi ni on t hat ,  based on and at  t he t i me of  t he Burt on Press Rel ease,  

Burt on i nt ended t o st op manuf act ure and sal e of  goods beari ng t he FOR7M mark;  

and 

• i t  i s hi s expert  opi ni on t hat ,  as woul d be recei ved and appreci at ed by t hose i n t he 

rel evant  f i el d of  sport i ng goods and apparel ,  based on and at  t he t i me of  t he ESPN 

Int ervi ew,  Burt on merel y i nt ended t o preserve r i ght s t o t he FOR7M mark on t he 

t rademark regi st er subsequent  t o exi t i ng out  of  t he PROGRAM BRANDS.  

DATED thi s 19th day of  Apri l ,  2019.  

Respect f ul l y submi t t ed,  
Coast al  Pat ent  Law Group,  P. C.  

/ J oshua Schoonover/  
J oshua S.  Schoonover,  Esq.  
Pet i t i oner,  Pro Se 
Reg.  No.  63, 294 

Coast al  Pat ent  Law Group,  P. C.  
PO Box 131299 
Carl sbad,  CA 92013 
Tel ephone:  ( 858)  565- 4730 
Facsi mi l e:  ( 858)  408- 3339 
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CERTI FI CATE OF SERVI CE 
I  hereby cert i f y t hat  on Apri l  19,  2019,  I  caused a t rue and correct  copy of  PETI TIONER 

J OSH7A S.  SCHOONOVER' S NOTI CE OF EXPERT AND EXPERT DI SCLOS7RE t o be 

served by emai l  upon t he f ol l owi ng at t orneys of  record f or Regi st rant :  

Cat hl een E.  St adecker:  tmi p@drm. com 

/ J oshua S.  Schoonover/  

J oshua S.  Schoonover 
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EXHIBI T B 



May 17,  2019 

VI A ELECTRONIC MAI L 

J oshua S.  Schoonover,  Esq.  
Coast al  Pat ent  Law Group,  P. C.  
PO Box 131299 
Carl sbad,  CA 92013 

DKM Downs 
Loan c 

Busi ness Sense •Legal  I ngenui t y 

Cat hl een E.  St adecker 
Tel :  ( 802)  846- 8618 
Fax:  ( 802)  862- 7512 
cst adecker@drm. com 

Re:  J oshua S.  Schoonover v.  The Burt on Corporat i on ( TTAB Nos.  92067794 & 92069499)  

Dear Mr.  Schoonover:  

On behal f  of  The Burt on Corporat i on ( "Burt on") ,  I  wri t e t o address your di scovery request s and 
not i ce of  expert ,  whi ch we recei ved on Apri l  19,  2019.  

Burt on wi l l  respond t o your Thi rd Set  of  I nt errogat ori es,  Request s f or Product i on,  and Request s 
f or Admi ssi on as requi red by t he Federal  Rul es of  Ci vi l  Procedure and Trademark Rul es,  subj ect  
t o i t s obj ect i on t hat  no i ni t i al  di scl osures were served i n Cancel l at i on Proceedi ng No.  92069499,  
and t he deadl i ne t o do has now passed.  Dat i ng DNA,  LLC v.  Imagi ni  Hol di ngs,  LLC,  94 
7SP32d 1889,  1893 ( TTAB 2010)  ( servi ce of  i ni t i al  di scl osures i s a prerequi si t e t o t aki ng 
di scovery) .  

As t o your Not i ce of  Expert  and Expert  Di scl osure of  Toby F.  Bost  dat ed Apri l  19 ( "Expert  
Di scl osure") ,  t hi s f ai l s t o compl y wi t h Fed.  R.  Ci v.  P.  26.  On i t s f ace,  t he Expert  Di scl osure 
makes cl ear t hat  Mr.  Bost  i s not  an "unret ai ned" expert ,  and t hat  he must  serve a wri t t en report  
t hat  compl i es wi t h Rul e 26( a) ( 2) ( B) .  The TTAB' s precedent i al  deci si on i n RTX Sci ent i f i c,  I nc.  
v.  Nu- Cal gon 9hol esal er ,  I nc. , 2013 9L 3168102,  at  *4 ( TTAB Mar.  22,  2013)  speaks di rect l y 
t o t hi s i ssue:  "9here an expert ' s opi ni on t est i mony ari ses f rom hi s enl i stment  as an expert  and 
not  f rom an on- t he- scene i nvol vement  i n any i nci dent s gi vi ng r i se t o t he l i t i gat i on,  t hat  expert  i s 
r̀et ai ned'  f or purposes of  Rul e 26( a) ( 2) ( B)  and t hat  rul e t heref ore requi res a wri t t en report . "  

By t hi s aut hori t y,  Mr.  Bost  i s,  i n f act ,  a "ret ai ned" expert ,  and t he Expert  Di scl osure i s def i ci ent .  
I f  no wri t t en report  i s served by May 28,  2019, Burt on wi l l  f i l e an appropri at e mot i on wi t h t he 
TTAB.  Burt on expressl y reserves i t s obj ect i ons t o t he admi ssi bi l i t y of  Mr.  Bost ' s t est i mony 
under Fed.  R.  Evi d.  702 and t o t he unt i mel i ness of  hi s di scl osure.  Pl ease be f urt her advi sed t hat  
any obl i gat i ons Burt on may have t o di scl ose i t s own responsi ve expert ( s)  i n t hi s proceedi ng are 
hereby t ol l ed,  pendi ng t he servi ce of  a report  t hat  compl i es wi t h t he Rul es and/or any mot i on 
pract i ce whi ch may resul t  t heref rom.  

Pl ease cont act  me i f  you woul d l i ke t o di scuss any of  t hese mat t ers.  

Court house Pl aza 1 199 Mai n St reet  I  PO Box 190 I  Burl i ngt on,  VT 05402- 0190 I  T 802. 863. 2375 I  F 802. 862. 7512 I  drm. com 
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Si ncerel y,  

/ s/  Cat hl een E.  St adecker 

Cat hl een E.  St adecker 

O9P7S3RSLP 

DRNl  owns -
Mart i n I  i  

Busi ness Sense • Legal  I ngenui t  



EXHIBI T C 



Evan J .  O' Bri en 

From:  j schoonover@coast al pat ent . com 
Sent :  Tuesday,  May 28,  2019 11: 53 PM 
To:  Cat hl een St adecker 
Subj ect :  J oshua S.  Schoonover v.  The Burt on Corporat i on ( TTAB Nos.  92067794 & 92069499)  

[ DRM- ID. FID934837]  
At t achment s:  2018- 05- 09 J ni t i al - Di scl osures. pdf  

Hi  Cat hl een,  

I  am wri t i ng i n response t o your l et t er of  May 17,  2019 t o address two i t ems:  

( i )  I  served i ni t i al  di scl osures on May 09,  2018 ( see at t ached copy) .  I  t hi nk you are suggest i ng t hat  I  di d not  
serve i ni t i al  di scl osures i n t he ' 499 Proceedi ng ( Chi l d)  and t heref ore Burt on obj ect s t o t he di scovery.  
However,  as you know,  I  served i ni t i al  di scl osures on May 09,  2018 i n t he Parent  Proceedi ng,  and t he Chi l d 
Proceedi ng was consol i dat ed wi t h t he Parent  Proceedi ng on J anuary 24,  2019,  pri or t o my di scovery 
request s of  Apri l  19,  2019.  My bel i ef  i s t hat  t he i ni t i al  di scl osures t hat  I  submi t t ed i n t he Parent  case are 
i ncorporat ed i nt o t he Chi l d case by way of  t he consol i dat i on.  Thank you f or provi di ng t he request ed 
di scovery.  

( i i )  Mr.  Bost ' s t est i mony wi l l  be of f ered t o show t he apparent  i nt ent  i l l ust rat ed by t he Burt on Press Rel ease,  
speci f i cal l y concerni ng t he phrase "exi t  out  of ".  Mr.  Bost  i s t he f ormer CEO of  O' Nei l l ,  he knows act i on sport s 
brands and t he busi ness,  he recal l s t he press rel ease and Burt on announci ng i t s exi t  f rom t he program 
brands,  and he i s l endi ng hi s opi ni on t o t he record concerni ng what  i t  means ( or meant  at  t he t i me)  t o t hose 
i n t he i ndust ry t o "exi t  out  of " a brand.  Hi s opi ni on ari ses f rom hi s "on- t he- scene" i nvol vement  as a 
busi nessman i n t he rel evant  f i el d ( act i on sport s apparel )  who recei ved an i mpressi on f rom t he "Burt on Press 
Rel ease" coupl ed wi t h hi s f ami l i ar i t y of  t erms and phrases of  art  i n t he rel evant  f i el d.  Hi s opi ni ons do not  
ari se f rom bei ng hi red,  or revi ew of  t he record,  except  f or t he Press Rel ease as a ref resh.  Not e t he di f f erence 
here,  hi s opi ni on concerns hi s i mpressi on,  as an expert  i n t he i ndust ry,  of  t he Burt on Press Rel ease at  t he 
t i me he encount ered i t  and what  i t  means ( or meant  at  t he t i me) .  He has not  been hi red or ret ai ned and has 
no i nt erest  i n t he out come of  t he proceedi ng,  he i s not  compensat ed.  He i s,  however,  an expert ,  and 
t heref ore an unret ai ned expert .  I  woul d encourage you t o f i l e your mot i on i f  you di sagree.  Perhaps you may 
be correct ,  but  I  i nt end t o t est  t he t heory bef ore t he TTAB,  I  t hi nk t he f act s and ci rcumst ances here are 
di st i nct  f rom RTX Sci ent i f i c and wort hy of  revi ew,  perhaps a new precedent .  

I  don' t  t hi nk we need a phone cal l ,  but  want ed you t o know my posi t i on.  

Al l  t he best ,  

J osh 

J oshua S.  Schoonover,  Esq.  
I nt el l ect ual  Propert y At t orney 

Coast al  Pat ent  Law Group,  P. C.  
Tel . :  858. 565. 4730 
Fax.  858. 408. 3339 
Emai l :  J schoonover@Coast al Pat ent . com 
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